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DETAILED ACTION 
Claim Objections 

• Claim 5 is objected to because of the following informalities: It appears that a comma may be 
needed between the words insoluble and odorless. 

» 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

• Claims 2, 3, 5-7, 11, 12, 17 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

■ Claim 2 is rejected due to the phrase "imparts flavor characteristics." It is unclear as 
to whether the agent actually flavors the beverage or if the agent merely imparts a 
characteristic of a flavor to the beverage, such as scent. 

■ Claims 3, 5, 12 are rejected due to the fact that the recitation of a selection from a 
group of elements in a claim should comply with accepted U.S. Patent practice with 
regard to the recitation of Markush grouping of claim elements. Phrases using 
"comprising" or "one of are open sets, and should recite elements in the alternative 
(i.e. "comprising A, B, C or D"), whereas closed sets ("consisting of) should recite 
elements as "selected from the group consisting of A, B, C and D." 

■ Claim 3 is rejected due to the world "technique(s)". The word "technique(s)" does 
not provide a tangible limitation and thus does not further limit the claim. It is 
unclear as to whether thermal welding, etc., is actually taking place. 

■ Claims 6 and 7 are rejected due to the phrase "microwave-compatible" because it is 
unclear as to whether the entire weight is "microwave-compatible" or a part of the 
weight is "microwave-compatible". 

■ Claims 6, and 7 are further rejected due to the phrase "microwave-compatible" 
because it is unclear as to whether the weight is compatible with microwaves in 
general or compatible with microwave ovens specifically. 
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■ Claims 6, and 7 are further rejected due to the phrase "microwave-compatible". It is 
unclear as to what would make the weight "microwave-compatible". For instance it 
could be based on the size being microwave oven compatible or the material does not 
spark when exposed to microwaves. 

■ With regard to claim 7, it is unclear as to what is meant to be represented by the word 
"material". The word "material" does not provide a tangible limitation. For instance, 
it is unclear as to whether a naturally occurring rock is the weight or if the naturally 
occurring material is simply hard where rock is used as an adjective not a noun. 

■ Claim 1 1 is rejected due to the word "adapted". It is unclear as to how the material 
has been adapted to withstand boiling water. It is unclear if the material been treated, 
or if the material itself is capable of withstanding boiling water. 

■ The term "small" in claim 17 is a relative term which renders the claim indefinite. 
The term "small" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art 
would not be reasonably apprised of the scope of the invention. It is unclear as to 
what is meant by the relative word "small". 

■ Regarding claim 19 the phrase "and the like" renders the claim(s) indefinite because 
the claim(s) include(s) elements not actually disclosed (those encompassed by "and 
the like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

• Claims l, 4-7, and lO-l l are rejected under 35 U.S.C. 102(b) as being anticipated by Kasket. 
(3257212) 

With respect to claims 1 , 4-7, and 10-11, Kasket teaches a non-floating beverage 
package which is to be immersed in hot water. The infusion bag comprises overlying 
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layer of "porous paper mats or felts which are permeable to water," (col, 2 line 5+) a 
"weight" (col. 2 line 35+) and an infusion beverage product, as is recited in claim 1. 
With respect to claims 4 and 6, Kasket recites that the infusion beverage product is 
located in the envelope (6) and the "weight is placed in the bottom or end of the pouch 
(7) or integrally attached to the bottom of the stick." (col. 2 line 35+) In addition, figure 
five clearly depicts that the envelope and pouch are separate compartments where the 

4 

separation of the two compartments allows the liquid to flow there between, (pg. 1 col. 2 
line 30+) In considering claims 5-7, Kasket continues by teaching that the "weight may 
be of any non-toxic, water-insoluble substance which is relatively more dense than water, 
such as steel, nickel, and the like," (col. 2 line 37+) where it is the Office's view that 
steel and nickel are naturally-occurring rock material. Regarding claim 10, Kasket 
teaches that the envelope is made of "porous paper mats" (pg. 2 col. 1 line 5+) where 
paper is made from cellulose. 

With respect to claim 11, Kasket teaches that the pouch (7) is "impervious to hot 
water" and does not leave any taste itself to the beverage, (col. line 1 1+) Therefore, 
since the package of Kasket is intended to be used in an environment which includes hot 
water without degrading the package, and farther since the word "hot" is a descriptive 
term which describes boiling water, Kasket would be expected to meet the limitations of 
claim 11. 

Therefore Kasket anticipates claims 1, 4-7, and 10-11. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 



> 1 

Application/Control Number: 10/805,695 Page 5 

Art Unit: 1761 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

• Claims 2, 8, 9, 12, and 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kasket. (3257212) 

Kasket is taken as above. 

With respect to claims 2, 12, and 18-19, although Kasket does not specifically 
teach that the beverage package contains tea, coffee, soups, powdered milk, etc, Kasket 
does teach that it was common to immerse a porous bag containing "coffee or tea (with or 
without powdered cream and sugar), bouillon broth, powdered cocoa preparations and the 
like" (col. 1 line 1 4+) in a cup of hot water. With respect to claims 2, 12, and 18-19, one 
of ordinary skill in the art would have been motivated to produce the claimed beverage 
product, to be immersed in water, due to the fact that the reference clearly suggests 
applicable alternatives for the beverage infusion product, which may be contained within 
the beverage package. Further one of ordinary skill in the art would have been motivated 
to produce flavoring aids due to the fact that the reference clearly suggests the addition of 
cream and/or sugar. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of the invention by the applicant to produced the claimed beverage 
infusion products within the package due to the fact that these alternatives are clearly 
stated in the background of the reference. 

With respect to claims 8 and 9, although Kasket does not specifically teach that 
the beverage package contains a dissolvable sweetener, which is additionally being used 
as a weight, Kasket does teach the immersion of the package within a cup of hot water 
and further suggests that a cream or sugar may additionally be contained in an infusion 
beverage package. Kasket further teaches that the package includes a separate 
compartment for housing a weight or weight in general. In the instance where two 
packages contain the same amount of infusible beverage product, where one of the 
packages also includes a sweetener, the sweetener is viewed as additional weight within 
the package thus causing the package to sink to the bottom of the immersion container at 
an increased rate with respect to a package without the sweetener and further causing the 
package to be fully immersed in the water for a longer period of time. Therefore one of 
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ordinary skill in the art would have been motivated to include a sweetener in the package 
which also functions as a weight since the sweetener is an additional component within 
the package, thus increasing the overall weight of the package, and in effect producing a 
more convenient package since constant steeping would not be required. 

Further, MPEP 2144 states that "while there must be motivation to make the 
claimed invention, there is no requirement that the prior art provide the same reason as 
the applicant to make the claimed invention." Thus according to MPEP 2144, although 
the applicant uses a sweetener for a different purpose, the purpose does not alter the 
conclusion that its use in a prior art infusion beverage package would be prima facie 
obvious from the purpose disclosed in the references. 

Therefore, with respect to claims 2, 8, 9, 12, and 18-19, it would have been 
obvious to one of ordinary skill in the art at the time of the invention by the applicant to 
have included a sweetener within the package. 

• Claims 3, 10, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kasket 
(3257212) in view of Luckhaupt. (2193974) 

Kasket is taken as above. 

With respect to claims 3, 10, 13, and 14, Luckhaupt teaches "an improved 
package for packaging and utilization of infusing material such as tea, coffee, and the 
like." (pg. 1 col. 1 line 2+) More specifically with regard to claim 3, Luckhaupt teaches 
that the beverage package is formed by "folding along line 20 in figure 3 and running a 
line of stitching adjacent the edges," where the same procedure is used for stitching 
together the other three sides of the package, (pg. 2 col. 1 line 36+) Therefore, even 
though Kasket does not specifically teach that the beverage infusion package is sealed on 
all four sides, Luckhaupt does teach that the two layers of material forming the package 
are joined together by stitching. Further both Kasket and Luckhaupt teach an infusion 

■ 

beverage package where it is desirable to contain the infusing substance within the 
compartments. Therefore, one of ordinary skill would have been motivated to combine 
the teachings of Kasket and Luckhaupt and produce an infusion beverage package where 
the materials are joined together and thus produce a package which will contain the 
infusion beverage product within the package without spilling out since all four sides are 
sealed. 
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With respect to claims 13 and 14, Luckhaupt teaches that the material utilized in 
stitching can be extended from the end of the package and may have a tab attached 
thereto, (pg. 2 col. 1 line 44+) Luckhaupt further teaches, at figure 10, that the tag may 
carry product indicia. Therefore, even though Kasket does not teach that the beverage 
infusion package comprises a string with a tag affixed thereto, Luckhaupt does teach the 

* 

use of a tag with indicia which is affixed to a string where the string is attached to the 
package. Further both Kasket and Luckhaupt teach a means for removing the package 
from the infused beverage. Therefore, one of ordinary skill would have been motivated 
to combine the teachings of Kasket and Luckhaupt and produce an infusion beverage 
package, which included a string and tag in order to allow the package to be removed 
from the beverage container such that the use of a tool, for example a spoon, would not 
be required to remove the infusion beverage package prior to consumption. 

Therefore, with respect to claims 3, 10, 13, and 14, it would have been obvious to 
one of ordinary skill in the art at the time of the invention by the applicant to have 
produced an infusion beverage package by stitching the cellulose material together thus 
forming a closed pouch, which also includes a string and decorated tag. 

• Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kasket (3257212) 
in view of Rambold. (3542561) 

Kasket is taken as above. 

With respect to claims 15-17 Rambold teaches an "infusion bag containing an 
infusible substance such as tea, coffee or the like for preparing a beverage." (pg. 1 col. 1 
line 21+) More specifically Rambold teaches "an infusion bag comprising at least three 
chambers all containing infusible substance with two outer chambers connected by a 
closure. At least one of the chambers has a transverse bend so as to allow the bag to be 
packaged in a flat condition. During use the bag is in a generally polygonal ring-like 
form with the lateral chambers spread apart." (abstract) 

With respect to claims 15-17, although Kasket teaches a compartmentalized 
infusion beverage package, which includes a first compartment that includes a weight in 
the bottom part thereof and a second compartment, spaced from the first, containing an 
infusion beverage product, Kasket is silent to the fact that a hinge separates the two 
compartments. Rambold does teach a bottom wall which folds for packaging. In 
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addition, both references teach infusion beverage packages that would allow for 
preparation of a beverage, and further both Kasket and Rambold teach providing a space, 
which would allow the liquid to flow between the compartments. Therefore, although 
Kasket does not teach two body portions that extend from a hinged interface, or a bottom 
wall which may be folded for packaging, one of ordinary skill would have been 
motivated to combine the teachings of Kasket and Rambold in order to produce an 
infusion beverage package which is capable of being more easily and compactly packed 
for distribution thus decreasing the overall size of the package and increasing the number 
of packages in a given area due to the body portions by being folded together into a 
relatively flat condition. 

Regarding claim 16, although Kasket teaches a compartmentalized infusion 
beverage package which includes a first compartment that includes a weight in the 
bottom part thereof and a second compartment, spaced from the first, containing an 
infusion beverage product, Kasket is silent to the fact that the two compartments are 
separated by a hinge and Kasket is further silent in teaching that the overall package 
contains a third bottom compartment containing a weight. Rambold does teach two body 
portions that extend from a hinged interface and further teaches a third "bottom" 
compartment. In addition, both references teach infusion beverage packages, which 
would allow for preparation of a beverage, and further both Kasket and Rambold teach 
providing a space that would allow the liquid to flow between the compartments. 
Providing more than one chamber would cause the infusion substance to be spread out 
over a number of chambers and consequently over a larger surface area, thus producing a 
thinner layer of the substance. A thinner layer of the substance will consequently allow 
the infusion substance to be more effectively extracted by the infusing liquid. The weight 
in the bottom wall would increase the overall weight of the package thus preventing 
floating and causing the package to be completely submerged in the infusing liquid. 
Therefore, one of ordinary skill would have been motivated to combine the teachings of 
Kasket and Rambold in order to produce a hinged area between two separate 
compartments where the two compartments are further separated by a third compartment 
forming a bottom wall and containing a weight in order to cause the package to be more 
conducive to attaining the most advantageous rate of flow through the package and 
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through the infusing substance thus allowing the same concentration of the beverage to 
be attained in a shorter amount of time. 

Therefore with respect to claims 15-17, it would have been obvious to one of 
ordinary skill in the art at the time of the invention by the applicant to have produced a 
beverage infusion package, which includes a weight and further where the package could 
be folded for packaging and increasing the effectiveness of the package. 

Allowable Subject Matter 

There is no allowable subject matter at this point 

Conclusion 
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